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Rt<: MARKS 

Reconsideration and allowance in \iew of the forcgolrig amendment and the following. 

Rejection of Chums and 11-26 (Jnder 35 U,SX. ^103(a) 

I'he Ofncc Action rejects claim? L ;v-9 ai^d \ 1.-26 under 35 (J.S.C §i03(a; as being 
unruitcntahie v>ver Kephart al Patent h]o. 6,(;C;6,445) (".K.ephart ct. al/'.i in view of Bany 
ct ai. i lJ.S, Patent Ni..). 5.293,644) -; ■■M;k:!.n-> et al.""). Applicant respectful iy iravcrses (his reiection 
arid sub.rn.iis [h;ri one oi'ski,;! ,in the art would not have, suftlcient niciivation -nr suggestion to 
con-bine Appl.ic:nrrs admitted a.ri Vviib ICephart et al. ;ind lia.rry ct. al. 

To establish a prima facie case of obviousness, the Examiner must meet three criteria. 
F irst, there n.n.iSi be sornc riiotivatior? or snggesi.i4.irr cither in tbiC .re.ferer:ces thcrnseives, or i.n the 
knox^icdi.'c gcaensli} ^iXLiiliiMc lo: one ^ij-Jinurx skill 5j> iiv.. art io c^^nthine the ioieiviiccs. 
Second, there n-.;;.ist be a reasonable expectation oi' success, and finally, the prior a.rt fcferences 
nrast teacb or snggcfrvt all the claim limitations. The Irixasrvirier bears the iTiitial brtrden of 
providing some suggestion of the desirabiliiy of doing what the Inventor has done. "To support 
the cs.">ncit!sic»;? that the claimed iiiveiitioD is direeied ic obv.ious subject niaiter. either the 
.relere-ice^; n-u^vi expresvly or impliedly suggest the tlaivned hn'cntiori or the e.xarainer .o-ost 
presertt a convincing liiK^ of reasoning as to vvb^y the artisaii wo'uld have found the claimed 
^'Ci e .^ Cw 'vt ' 01 \ I. > J > jL' o* nsv. teach.tngs of thre rclevenccs.'' MPBi* 2142, 

if tlio proposed inodificatio.n or cornbinaiiou of tbiC prior art would charsge the principle o 
oper.ation of the p.fior art UTvention being niodilled, then tlie teaehirigs oiithe references are not 
suilicient to render the claims prima Jmie obvious. In re RaUi, 270 F,2d 8 1 0, 1 23 liSPQ 349 
(CCPA 1959). MPEP 2143.01, 



iro :\dx n"os determines; there is lactiiL^I support for reiecting ihe claimed 
iriventio;-! ander ?i5 l.i.S.C. 103, the examiner must then won,s.ider any evidence suppordng die 
p;Uenlabil ity of die claimed ins cvvlion, sue!-: as any evidence in die specillcation or any odier 
cvidencc s-jbniitied by du^ .^pplicimt ! ne uhimate determiaaiion of paientahiihy is Ixiscd on the 
er\dre record, by a prepC'Txiertmce of evidence, vvith - tue considei-alion to the persuasiveness of 
any arginnent^ and any secondary evidence. If! re Ociiker, 977 F.24. 1443, 24 USPQv-d 14-43 
■red. Cir, l'-)^2), "Ihe lei^ai standard of "a preponderance of evidence" requires ihc evidence to be 
nmrc conxincinc, than iiie csiuencc vd-iiein is ofk-rcd in oppifMiiusi to it. ^^\ idi rcs^a.fd w reketiosis 
I. "< ^ ^ J > r \ >ei mi s j'j m c\k< i-l k \ . ^ << - >.\ --ns-^^^s u i I . I 

deti-rrnrnadon s;njghi to proved (i.e., die refcrenct leacirings establish a prima fiick case of 
oi>Yiousr:ess; is nsorc probfd.dc than not. MP.fiP 2142. 

The test io.r obviousness is wliat the conibiPied teachings ol'thQ rcfcrera:.es \VG-;.dd have 
sisggesicd lo one of ordinary skid in the art. and ail leaciiings in tlic prior art must be e-:..;nsidereu 
U': the cxtera. that d-ey are in anaiogt^us ans. Where the teachings CLrtwo or more prior art 
references coi'dlict, the exanainer miisi weigh ihe power (-Teach refereiux' to suggest, solutions to 
one of o.rdinarv skill in the axt, c<.-)n.-dder.ing the degree to whieh cn-e reference ndgha. accuralely 
discredit anod^cr. In n- Youm:. 927 F.2d 588, iS USPQ2d 1089 iFed. Cir. 19vl i. Mi>RP 2143.01 . 

Fl-e mere fact that refcjences can be combined or niodifjed does not render the resultant 
coTV;binat.ion obvious unless tbic prior an also suggests the desirabiia.y of the confoinaticin. In ; e 
AMh, 916 Id2d 680, 16 USPQ2d 143d (Fed, Cir, 1990). 

the evidence one of skill in the art. would not have sufOcient motivation, or suggestion to co.rnbine 
these references. First, the Office Action submits that it would be obvious to one of skill in the 
art to provide the teachings of Kepbart et al, into the system of Applicant's admitted prior art in 



order in provide a >iysteri! i-Jid inethod for saving and f/eusifig name and iuidresj; mapping, citirig 
Kephari id. coiua:-! i , iinc? 6-9. Applicarji rcafx'ctfully subnrd.s thai one ofskiH in fhe art 
wordd not have sufilci«;ni inotivatif.vn to ccf-nbhic Kephari ci ai. vvith Applicasif s admiUcd art. 
For example, n- 5ho background aii seuiion ofihc appiication, pages 1 -B, u'e introduce Biuciooth 
lechsK-iogy in Vvhich the code nanse for techfiok.nucal spec)t1cat.ioti for sh.t.ai-rarige radio iirsks 
tha; vvili arii)\v inuny proprietary cable? tbv^i connect devices to one arsother f.o be replaced Vvith 
short raj^ge radio Unkri. Throughoui p^^ges 1-8 we discuss; some of the li dilations of ihe process 
of discovering devices using BItietootb device addresses. Ther: on page 4., startii^g at line L vce 
riote that inidstordevi.ee i^0 caf- rcccis-e ae: inqrtiry rcspoiise Irons r.nu.;:J.pie Bb.-etooti; devices 
provid.n!g each dcviees nunierical address at least. In \h:\i case, a i-rsei' Vvili not be able lo ideniify 
oric type of responding desaec ov er another ba,sed t.sTtiy on ihe devices rirnnericai address. ]:-or 
example, Iheve .niay be ivvo priniers in proxinnty atid the iiser VvaH general i)' not be able io tell 
which printer lo connect with based on the numerical address. Mowever, user fiiendiy names can 
bi' used i.o identify each printer's ioeation and ieabares allowing the user lo Tnake a .seleetion of 
one over ihe other,. Therefore, the initiator device needs to discover and display ihe user friendly 
■uime of each of die deviees thai respor:ded so that the user ca,n select ilic appropriate device svitb 
vvliich lr> eoiineet. ..:\ number o.f the disadvani.ag.es of the Iilueiooib! approach have been 
ideniified, tor exaraplc, on pages 5, 6 and 8, we discuss the need ti..j loo.;-., for Si.dntior:S io 
p-oblea.s ^vn tn :h,e H-tsetooth ^pectjcdon and ho\\ ans solui% n lo die piiOi an probicnis v^f 
:i oe;-\--b ,d-ojl ; sat.sfae?-,-r.lv e^'nsi^-'tcni wnU the Pduct'^ot-^, spe<,n^!cr5on or d shviuu nc 

ueognn.ib di.t t:;,. '\i(.KL->^.ind an discu^-sed w ihe prc-vic ,cff"K.rK>n :s v^l.ae v.i:d 
;cK".e.!;,e- U' .i-\v in,- bUaeu' •!.'! s^ecitieat■^■'^■■ i^ i^ied to disCv^'ve; as d ir.;erv'u.i e.ii,s \ara>n~ 
d-..^■ce^ 
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In Ci)n;?-ii:;i to the Bluetooth specificaiion is ihe ieachings of Kephari ei al. .in which even 
in ihe Ab^::!rac;, crac is firsi iniroduced to ;.in invention which ^aves and reuses rcccntiy acquired 
Interne; addrcs;-;s. They discuss ihe Absiract how, when a client computer recci^ cs ai; 
iniernei address for a partieahir corupuier nanie, the e( >mnuier name and its eorrcspoudiug 
.internet address are saved in a client niernor>^ area. Before sending a .■cqucst to a .rui;r>e server, 
the client nji-mory is >^liecked to deiernnne if she desired computer name and corresponding 
irsternei address are su.ired in the client niemory. U-io, the stored .iiucrrict address is used lo 
access the desired machine. If she desired compute.!- name a.nd correspi;riding inicrriCt address a,ic 
noi stored in the client nu/mory, then the requested eonvjuier name is seni to the name server lor 
Ci.>nvcrsion. I hc name ser^'er passes the irsternei address back the cdieni where it is used k> 
access the niaehirie, a.nd is also stored in the clieiit .nieniory for future lise. I'he client memory 
area may be coniu-irred sii:.;.b that eacii user has his c-r ]";er t.n,v.n privai.e rnerrn.vry area wliere oniy 
ihat user's na.r.nc aiHl riddrcss pairs arc stored, in shis case, ihe name address pan-s are stored in 
irjdi\ idi!al mcn^ory areas rather iihan a clierii merni.^r}- area. The invendi.jn of Kephari et al. 
alK.iVvs up-to-date internet addresses to be obtained quiel<1y and eftlciently, farther, if a clieai 
deterfuiries il^ai ihe narr.e server is usiavaiiable. the client may continue to store intenTCt addresses 
and to access desired Ci.iTr.ir.'suters even ihoagh the ser> cr may be edilirse. 

It is siaipiv cie.-r tVc'na th.c Abstract of Rephart et ai, and the background and sunvmary of 
!.i-e irivenjieai in eoiu.nu^s 1 iind 2 that the context (if Kepliart et ah is the irrternet. l:-or examnky 
coiurnn 1, lines 2.?-3i:, it discusses how eacl^ ci.:nipuier has a unique address referred lo as the 
rnae]-nnes internet address oi' If' address. 'I^hese lerins are oiter; used ira.erciiarigeabl}- and they 
further highlight the machines internet address is. a 32-bit address, defined by the internet protocol 
ar;d is typically e.xpressed in a dot. notation. Fhe iiiteraetior: betv^-ecn a ser\ er and a elient is 
further discussed in column 1. using the Hypertext Transfer .Protocol (HTT.P) and the .Hypertext 
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Markup i.anguage (H TMlj which provides she basic docuinenl forrnaiiing and allows a 
developer lo sptcitscally hnk so other computifrs and tiles, AppHeant's bai;it pohu is thas the 
prior an. discussi- sn in the pre.sciu i^ppiicaiion is enurely focused on Bluetooth u-chnoiogy and the 
i>;uetoojh jpecificatior! arKi how it h prohlcniauc when njultiple devices are trying to 

Internet and a eiieni/user context using the various protocols that are involved in identifymg 
servev.s and traussnittintf ajid displaying data using those protocols. One of skill ir: the art would 
easily reccjgriize that there are vast teehnica! differences between these two approaches and by a 
prepoiiJerarice of the evidence Applicant respectfully submits that one oi" skill in the art would 
not have !rK>tivaii(>n to take basi<„ principles relating to the internes, and the known client and 
-e f IV '< e 'i > e-^ it^, ^le i ' 'ho--e %mPi s = ^h e!(>< ' ^ 1 1 > v ^o e\n ' f 'o 
i-o>,v 'v. N-'Cv M 'pe. ! Mt- \L.-sn^' is. w >y ^ no s 1 1 ? e t o c 's l \> n 
in Bluetooth. 

Aecordiv;g5y, .■■\ppHca.nt respecifuHy sul:'rniis ihiat because Kephari et ah shonkl not be 
^ i V. 1 % V 5 s ! i . 50 < ! to ' V • w ' I 1 <^ , ^ 0 .tap <. i i 

Another glaring p.robieui with ilie analysis in ihe sJi'iiec ActioP: is the inclusion of the 
Barry et ;u. relerence. Th-o i!>fT!ce Action on page 4 asserts that it would be obvious to one oi 
ordinary skill is - the art to provide tiie teach.rngs of Barry ct an into d'lc system of Apph^eant's 
adsruUed prior art and K.ephart et ah in order to provide a nierhrKj and apparatus that enahies an 
RF communication system to efficiently support sublket calls for both voice and data 
conrrnunication;?, citing Barry et al., i.-<,uurnn 2. unes 25 -29. Appiicant rcspetttally notes thai 
because ...'Vpprivarrrs admitted prior an is e:s.elus.ively focused on Bluetootii that one of skill .in the 
art would recognize that the data range of Bluetooth is very Limited such that devices have to be 
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ir; close proxirrii-y U) om an<}iher as a basic techt^ici-l feaiure of l^jkietoolh. The leachings of 
Ejarry ei al re;aie io an Rr comniunioation systcn-; which includes cornmuiiicauoti uniis such as 
portable radios that are deployed in units such as buses, trains, trucks, snowpbws, security 
vehicles arsd. so foah. SiLch ileeis may be spread over a large area and ihc cxaniple gi^. en in 
CvMun^n i of the reference is that each city may have ten divisiovLs or\^ebicie3 a.nd each division 
nsay have 20-30 depots. And each depoi svill have rainierous Losy UTicks. tirtovvpiows, security 
v>.'hiclcs. bir^es and trains. And these veliicies are dishvirscd among various bus rOLii.ts or Irair; 
routes near ii-e depot. First <)i'alL Applicant would respcctfediy assert Uurt fnis -drnpiy non- 
anaiogous art to ths.- present invention which is in the coraext of Bluetooiii cveu irioLigb claim I 
does uoi cxpiicidy recite she Bruetoo'th protocol. However, in ierrns of analysii^ of vvhcsher it is 
obvious to eonibiue Ban.y ct al. \vith Applicant's adrrhited prior art and Kepbari e- ah, it is ea.sil}' 

dranL'iticaihc altered ii'tbese relereuces vvere combined. The Rl'- cornrnunicadori systcni of R-arry 
ct di enables a iong distance conuTuuiication n'icans in ;hc cofucxt oi'vehicie fleets traveling in a 
disbunsed area. Such applicadoij clearly is not applieabk' in a Biuetocsti-! environment and 
aecordltudy one of skill in die an weu-ld easily recognize the drarnaiic dilTerences in technology, 
capability, scope of co-vorage beisveen ai5d R.i'" co.rninuincation sysicrri and a Bluetooth 

i-~urir:cnnore, or:C of skill in the art would recogni;<e aii en:J-ely diflertnt approach thai is 
used in the internet using the Internet protocol and other protocols discussed above relative to 

U.S. classes bot-vv^een Barry et ai. and Kephart et al. Applicant therefore, respeclfeliy submits 
duu easily by the preponderance of d-e evidence one ofivklll in the ,n-- Vvouid noi have suffictent 
nxai'vatior^ or suggesiion to combine Barry ei al. with eithcj- .Applicants- admiited art or Kephart 



ct a). ,\ccv:r.:i!i:;i>, s-^- Uv^^ aJJiiiosiui reason, .\pplk-ani j'c^'pe-j;iu[j\ ~;-thjni!.~ Ufa; ^.[jiu! 
and 1 1-26 arc paier-iable and in conditioii for allovvarice. 
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CONCLUSION 

■'- i'f-'cot arpUv-aii -n in Ov-ndiui':? for .flouaritx and "^-.'tioc ;o fiua cncct <,.i:-r5^-rni> Noiicilod. 
11 !j.-ccsv;"\, t)=c 0^>n-n\is^'K'nvr for P;nenLv 3^ authon/e<i to os crodii; -he Ik^posh Account 
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